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Art Unit: 3633 

DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 15 and 23-25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

With regards to claim 15: The claim is indefinite as the leg spacing is being 
defined by the member, which is not a positively claimed element. 

With regards to claim 23: The claims is directed to an apparatus, however, claim 
23 is indefinite as it appears to recite a method step of removing portions of the flashing. 
Further, the claim includes the limitation "wing(s) and/or legs(s)", it's unclear as to the 
number wings and/or legs the flashing comprises. 

Claims 15 and 23-25 are examined as best understood. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1-2, 4-15, and 17-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Weir (US 5,148,644). 

With regards to claim 1 : Weir discloses flashing (30') comprising an elongate 
body capable of overlying a member, and the flashing further comprising legs (A) 
extending for at least part of the body length and protruding from either side of the body 
(fig- 5) 

The flexible flashing of Weir has a configuration prior to overlying the member 
whereby one or both legs is/are capable of being biased towards a respective member 
side when positioned thereat. 

Note a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 
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Fig. 5: Weir (US 5,148,644) 

With regards to claim 2 : Weir further discloses two legs (A) extending for the 
entire length of the body on opposing sides thereof (figs. 57). 

With regards to claim 4 : Weir further discloses wings (31 C) extending laterally 
from the body beyond the legs (A) (figs. 5 & 7). 
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With regards to claim 5 : Weir further discloses the wings (31 C) extend for the 
entire length of the body on opposing sides thereof (figs. 5 & 7). 

With regards to claim 6 : Weir further discloses a line (B) provided along and 
adjacent to where each wing (33) is attached to the body. 

Each wing of Weir is capable of be severed along and adjacent to where each 
wing is attached to the body to enable wing detachment. Note the claim does not recite 
the structure of the line of severance. Accordingly, the line of Weir is considered to read 
on the claim as it is capable of being severed along that line. 

With regards to claim 7 : Weir further discloses the wings (31c) have an elongate 
rectangular shape on the bottom face of the wings and are respectively joined to the 
body along opposing elongate sides thereof (fig. 5). 

With regards to claim 8 : Weir further discloses each wing (33) tapers, from a 
relatively thicker section where it is connected to the body to a relatively thinner remote 
end (fig. 5). 

With regards to claim 9 : Weir further discloses a line (C) provided along and 
adjacent to where each leg is attached to the body. 

Each leg of Weir is capable of be severed along and adjacent to where each leg 
is attached to the body to enable leg detachment. Note the claim does not recite the 
structure of the line of severance. Accordingly, the line of Weir is considered to read on 
the claim as it capable of being severed along that line. 

With regards to claim 10 : Weir further discloses the body has an elongate 
rectangular shape (fig. 2). 
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With regards to claim 1 1 : Weir further discloses the legs (A) have an elongate 
rectangular shape on the outer face and are joined to the body along opposing 
elongate sides thereof. 

With regards to claim 12 : Weir further discloses each leg (A) tapers, from where 
it is connected to the body to a remote end. 

With regards to claim 13 : Weir further discloses flashing is formed from an 
elastomeric material (rubber) (col. 1, lines 52-56). 

With regards to claim 14 : Weir further discloses the member is a joist, beam, 
bearer, wall plate, rafter or batten. Note claims are directed to the flashing, the member 
is not a positively claimed element. 

With regards to claim 15 : The legs of Weir are capable of being spaced at 
approximately the width of the member (fig. 6). 

With regards to claim 17 : Weir discloses flashing (30') comprising an elongate 
body for overlying a member, and legs (A) protruding from either side of the body and 
extending for at least part of the body length (fig. 5). 

Each leg of Weir is capable of be severed along and adjacent to where each leg 
is attached to the body to enable leg detachment. Note the claim does not recite the 
structure of the line of severance. Accordingly, the line (B) of Weir is considered to read 
on the claim as it capable of severed along that line. 

With regards to claim 18 : Weir discloses flashing comprising an elongate body 
for overlying a member, and wings (31 c) extending laterally from either side of the body 
and extending for at least part of the body length (figs. 5 & 7). 
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Each wing of Weir is capable of be severed along and adjacent to where each 
wing is attached to the body to enable wing detachment. Note the claim does not recite 
the structure of the line of severance. Accordingly, the line of Weir is considered to read 
on the claim as it capable of being severed along that line. 

With regards to claims 19-20 : Weir discloses a line (B, C) provided along and 
adjacent to where each leg or wing is attached to the body. 

Note the claim does not recite the structure of the line of severance. Accordingly, 
the line of Weir is considered to read on the claim as it capable of being severed along 
that line. 

Claims 1-4 and 6-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sykes (WO 91/13221). 

With regards to claim 1 : Sykes discloses "flashing" (186b) comprising an 
elongate body capable of overlying a member, and the flashing further comprising legs 
(184) extending for at least part of the body length and protruding from either side of the 
body (fig. 8; pg. 11, lines 15-28) 

The "flashing" of Weir has a configuration prior to overlying the member whereby 
one or both legs is/are capable of being biased towards a respective member side when 
positioned thereat. 

Note a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
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patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 
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Fig. 8: Sykes (WO 91/13221) 

With regards to claim 2 : Sykes further discloses two legs (184) extending for the 
entire length of the body on opposing sides thereof (fig. 8). 

With regards to claim 3 : Sykes further discloses prior installation, the legs (184) 
on opposing sides of the body project generally towards each other (fig. 8). 

With regards to claim 4 : Sykes further discloses wings (M) extending laterally 
from the body beyond the legs (184) (fig. 8). 

With regards to claim 6 : Sykes further discloses a line (N) provided along and 
adjacent to where each wing (N) is attached to the body. 

Each wing of Sykes is capable of be severed along and adjacent to where each 
wing is attached to the body to enable wing detachment. Note the claim does not recite 
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the structure of the line of severance. Accordingly, the line of Sykes is considered to 
read on the claim as it capable of being severed along that line. 

With regards to claim 7 : Sykes further discloses the wings (M) have an elongate 
rectangular shape and are respectively joined to the body along opposing elongate 
sides thereof (fig. 8). 

With regards to claim 8 : Sykes further discloses each wing (M) tapers, from a 
relatively thicker section where it is connected to the body to a relatively thinner remote 
end (rounded edge) (fig. 5). 

With regards to claim 9 : Sykes further discloses a line (O) provided along and 
adjacent to where each leg is attached to the body (fig. 8) 

Each leg of Sykes is capable of be severed along and adjacent to where each 
leg is attached to the body to enable leg detachment. Note the claim does not recite the 
structure of the line of severance. Accordingly, the line of Weir is considered to read on 
the claim as it capable of severed along that line. 

With regards to claim 10 : Sykes further discloses the body has an elongate 
rectangular shape from the perspective of top view (fig. 8) similar to that of applicant's. 

With regards to claim 1 1 : Sykes further discloses the legs (184) have an elongate 
rectangular shape on several faces and are joined to the body along opposing elongate 
sides thereof. 

With regards to claim 12 : Sykes further discloses each leg (184) tapers (rounded 
edge), from where it is connected to the body to a remote end. 
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With regards to claim 14 : The "flashing" of Sykes is capable of being disposed on 
a joist, beam, bearer, wall plate, rafter or batten. Note claims are directed to the 
flashing, the member is not a positively claimed element. 

With regards to claim 15 : The legs of Sykes are capable of being spaced at 
approximately the width of a member (fig. 6). 

With regards to claim 16 : Sykes further discloses the body is provided with a 
contoured profile, with the legs (184) extending inwardly from a concave surface of the 
body. The body of Sykes is capable of assuming a generally flat configuration when the 
"flashing" is located on a member as it is made of a thin resilient material (pg. 1 1 , lines 
15-28). 

With regards to claim 17 : Sykes discloses "flashing" (186b) comprising an 
elongate body for overlying a member, and legs (1 84) protruding from either side of the 
body and extending for at least part of the body length (fig. 8). 

Each leg of Sykes is capable of be severed along and adjacent to where each 
leg is attached to the body to enable leg detachment. Note the claim does not recite the 
structure of the line of severance. Accordingly, the line (O) of Sykes is considered to 
read on the claim as it capable of being severed along that line. 

With regards to claim 18 : Sykes discloses flashing comprising an elongate body 
for overlying a member, and wings (M) extending laterally from either side of the body 
and extending for at least part of the body length (figs. 8). 

Each wing of Weir is capable of be severed along and adjacent to where each 
wing is attached to the body to enable wing detachment. Note the claim does not recite 
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the structure of the line of severance. Accordingly, the line (N) of Sykes is considered 
to read on the claim as it capable of being severed along that line. 

With regards to claims 19-20 : Weir discloses a line (N, O) provided along and 
adjacent to where each leg or wing is attached to the body. 

Note the claim does not recite the structure of the line of severance. Accordingly, 
the line of Sykes is considered to read on the claim as it capable of being severed along 
that line. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Knoche (DE 
37 30 758 A1). 

With regards to claim 1 : Knoche discloses flashing comprising an elongate body 
for overlying a member, and legs (21 1 , 214) extending for at least part of the body 
length and protruding from either side of the body (figs. 2-3). 

The flashing of Knoche has a configuration prior to overlying the member 
whereby one or both legs is/are capable of being biased towards a respective member 
side when positioned thereat. 

Note a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knoche (DE 37 30 758 A1). 

With regards to claims 22-23 : Knoche discloses an arrangement between the 
roof membrane formed roofing tile and roof ridge bricks wherein flashing as claimed in 
claim 1 is mounted to an in use upper surface of a roof such that the flashing of one 
member overlaps the flashing of another (claim 1 of Knoche). 

Knoche does not explicitly disclose the flashing mounted on the upper surface of 
a first and second member. However, given the disclosure of Knoche, one of ordinary 
skill in the art would recognize the flashing (sealing members) of Knoche would extend 
along the roof ridge plank (F) for proper sealing of the roof. Accordingly, the flashing of 
Knoche would be mounted over the roof membrane formed roofing tile. 

With regards to claim 24-25 : As per the modification, the arrangement would 
define a butt joint between the first and second members (tile and roof ridge plank, F). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The prior art cited is directed to coverings for various building 
elements/members. 



Application/Control Number: 10/582,074 Page 12 

Art Unit: 3633 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSIE FONSECA whose telephone number is 
(571)272-7195. The examiner can normally be reached on M-F 7:30am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Canfield can be reached on (571)272-6840. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. FV 

Examiner, Art Unit 3633 



/Robert J Canfield/ 

Supervisory Patent Examiner, Art Unit 3635 



